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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1 . 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1 to 16, 19 to 41, 43 to 61, 64 to 76, 78 to 93, 103, 117, 121, 125, and 
126 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. 

3. Independent Claim 1 does not meet 101 eligibility under the recent Bilski decision 
because there is no transformation of a composition of matter from one form to another 
or the gaming device is claimed in terms of functionality, but this functionality is not 
sufficiently tied to an apparatus, such as by the functionality being carried out by 
specific structure of the apparatus. There is no mention of the first and second 
pluralities of awards associated with the respective first and second award symbols 
being displayed on a screen to a player or being displayed on a paytable. There is no 
mention of the first activatable symbol indicators or the second activatable symbol 
indicators being displayed on a screen to a player. No mention is made of the first and 
second symbol indicators moving relative to the award indicator on a screen visible to 
the player. No mention is made of the player using an input device such as buttons, a 
mouse, a keyboard, or a touchscreen to activate the first symbol indicator or the second 
symbol indicator. No mention is made of indicating one of the first award symbols on 
the award indicator or indicating one of the second award symbols on the award 
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indicator in a format visible to a player such as a display screen. There is no mention of 
providing the total award to the player via a coin hopper, a bill slot, or via a card 
reader/writer to a player tracking card available to the player. The claim is almost a 
method claim except that processor and gaming device are each cited once. There is 
no citation of accepting input from a player via an input device on a gaming device, 
manipulating that data in physical memory by a physical processor of the gaming device 
according to the rules of the game to provide a game outcome, displaying the outcome 
of the game to the player via an output device on the gaming device, or providing an 
award to a player via a coin hopper, bill slot, or card reader/writer on the gaming device 
in the event that the player obtains a winning outcome. Such limitations would serve to 
tie the cited executed steps to an apparatus by citing, for example, which steps are 
executed by which structure of the apparatus. Page 10 of the Bilski decision requires 
claims to be tied to a particular machine or apparatus or transform a particular article 
into a different state or thing. 

4. Similarly, independent Claim 28 does not cite displaying via a display device on a 
gaming machine a plurality of award indicators including a plurality of first award 
symbols and a plurality of second award symbols; a plurality of first activatable symbol 
indicators adjacent to the first award symbols of the award indicators; a plurality of 
second activatable symbol indicators positioned adjacent to the second award symbols 
of the award indicators, wherein the first and second symbol indicators are movable 
relative to the award indicator. Claim 28 does not cite that the symbol indicators are 
activatable by a player via an input device on the gaming device. Claim 28 does not 
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cite a plurality of awards associated with the first award symbols or a plurality of second 
awards associated with the second award symbols being displayed to the player via a 
paytable or an output display such as a screen on a gaming device. Claim 28 does not 
cite, via an input device on a gaming device, enabling a player to select at least one of 
the first symbol indicators to activate the picked award symbol indicator, or enabling the 
player to select at least one of the second symbol indicators to activate the picked 
second symbol indicator. Claim 28 does not cite, by an output device such as a display 
on a gaming device, causing any activated first symbol indicators to indicate the first 
award symbols, or causing any activated second symbol indicators to indicate the 
second award symbols to the player. Claim 28 does not cite, via a coin hopper, bill slot, 
or player tracking card reader/writer, providing a total award to a player based on the 
first and second awards associated with the indicated first and second award symbols. 

5. Independent Claims 47 and 103 have similar 101 deficiencies as Claims 1 and 
28 as they only cite a gaming device comprising a processor, with the rest of the 
structure being defined by functionality or method steps without sufficiently citing how 
these steps are carried out by gaming device features or by what gaming device 
structures are carrying out these steps. 

6. Independent method Claims 57, 72, 84, 117, and 121 only cite methods of 
operating a gaming device without citing how the methods are carried out by gaming 
device limitations or structures or by citing exactly which gaming device features or 
structures carry out these method steps. Claim 57, for example, does not cite 
displaying, via a screen or output device on a gaming device, an award indicator 
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including a plurality of first award symbols and a plurality of second award symbols to a 
player, wherein a plurality of first awards are associated with the first award symbols 
and a plurality of second awards are associated with the second award symbols. No 
citation is made of displaying the first and second awards to the player by a paytable or 
an output device such as a screen on a gaming device. No citation is made of enabling, 
via an input device such as a touchscreen, buttons, keyboard, or mouse on a gaming 
device, enabling the player to pick one of a plurality of first symbol indicators positioned 
adjacent to the first award symbols, or similarly enabling the player to pick one of the 
plurality of second symbol indicators adjacent to the second award symbols. No citation 
is made, such as by a screen on a gaming device, of activating the first and second 
symbol indicators, moving the first and second symbol indicators while the award 
indicator remains stationary, indicating one of the first award symbols with the activated 
first symbol indicator, or indicating one of the second award symbols with the activated 
second symbol indicator. No citation is made of, via a coin hopper, bill slot, or player 
tracking card reader/writer, of providing a total award to the player based on the first 
and second awards associated with the indicated first and second award symbols on 
the award indicators. There is no citation of accepting input from a player via an input 
device on a gaming device, manipulating that data in physical memory by a physical 
processor of the gaming device according to the rules of the game to provide a game 
outcome, displaying the outcome of the game to the player via an output device on the 
gaming device, or providing an award to a player via a coin hopper, bill slot, or card 
reader/writer on the gaming device in the event that the player obtains a winning 
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outcome. Such limitations would serve to tie the cited executed steps to an apparatus 
by citing, for example, which steps are executed by which structure of the apparatus. 
Page 10 of the Bilski decision requires claims to be tied to a particular machine or 
apparatus or transform a particular article Into a different state or thing. The other 
independent method claims suffer similar deficiencies as Claim 57, as they are worded 
similarly. 



Response to Arguments 

7. Applicant's arguments with respect to claims 1 to 1 6, 1 9 to 41 , 43 to 61 , 64 to 76, 
78 to 93, 1 03, 1 1 7, 1 21 , 1 25, and 1 26 have been considered but are moot in view of the 
new ground(s) of rejection. The Bilski decision has come out since the last office action. 
The previous 112 rejections are withdrawn as the applicant has properly amended the 
claims. There are no prior art rejections made at this time. After updating the search 
and the interview with primary Scott Jones on 5-9-2007, the examiner believes that the 
claims are allowable over prior art as of the time of Invention as they all cite the 
actlvatable symbol Indicators being moved relative to the award Indicator. Claims 1-17, 
19-41, 43-61, 64-76, 78-93, 103, 117, 121,125, and 126 (07-18-2007) had previously 
been allowed because of this. The other claims without the movable symbol indicators 
have since been cancelled by the applicant. The examiner believes the novel 
combination of features to be a) the plurality of first actlvatable symbol Indicators 
associated with the first award symbols and the plurality of second actlvatable symbol 
Indicators associated with the second actlvatable award symbols, b) enabling the player 
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to activate one of the first symbol indicators and one of the second award indicators, c) 
the first and second symbol indicators moving relative to the award indicator, and d) 
providing the total award to the player. All of the independent claims have this same 
combination of features. The closest art the examiner can find is Kelly, et al. (U.S. 
patent 5,584,763 A) and Pau, et al. (U.S. pre-grant publication 2002/0042294 Al). 
Neither reference has plural separately activatable symbol indicators that move relative 
to the award indicator. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew D. Hoel whose telephone number is (571) 272- 
5961 . The examiner can normally be reached on Mon. to Fri., 8:00 A.M. to 4:30 P.M. 

9. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dmitry Suhol can be reached on (571 ) 272-4430. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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1 0. Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Matthew D. Hoe! /Dmitry Suhol/ 

Patent Examiner Supervisory Patent Examiner, Art Unit 
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Examiner, Art Unit 3714 



